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DETAILED ACTION 

1 . This Non-Final Office Action is in response to Applicant's submission filed 
September 19, 2003. Currently Claims 1-20 are pending. 

Title 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

The following title is suggested: System and Method For Determining Which 
Information Technology Initiative to Fund Based on an Assessed Strategic Value. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 7, 9, 13 and 18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Regarding Claims 7, 13 and 18, Claims 7, 13 and 18 recite the limitation "the 
initiative" in Claims 1,11 and 16 respectively. There is insufficient antecedent basis for 
this limitation in the claim. 

Examiner requests clarification as to which one of the plurality of initiatives the 
applicant's is intended to refer. Does the method step apply a weighting factor 



Application/Control Number: 10/666,094 Page 3 

Art Unit: 3623 

individually for each category and for each of the initiatives or are the weights applied to 
the categories and are applied equally to all initiatives? 

Examiner interpreted the claim to read that any (one or more) of the previous 
categories has a weight applied to it for the purposes of examination. 

Appropriate correction required. 

Regarding Claim 9, Claim 9 recites the limitation "wherein technical impact and 
risk impact overlays" in Claim 1 . There is insufficient antecedent basis for this limitation 
in the claim. 

Examiner interpreted the claim to read further comprising a technical impact and 
risk impact overlays for the purposes of examination. 
Appropriate correction required. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Remenyi, Dan et al., The Effective Measurement and Management of IT costs and 
benefits (2001). 

Regarding Claims 1,11 and 16 Remenyi et al. teach a system and method of 
assessing information technology needs in a business comprising (Chapter 10, Pages 
20—208; Figures 10.1, 10.2, 13.3): 

- gathering information associated with the operation of a business in categories 
(groups, sets, classes, folders, etc.) pertaining to information technologies desired to be 
implemented (Section 10.3, Page 210; Figures 4.1, 10.1, 10.2); 

- applying strategic value ratings (scores, rankings, weights, metrics, measures, 
etc.) to each criteria in the categories (Page 207; Section 10.3, Page 210); 

- categorizing initiatives (projects, programs, work, application, system, etc.) so 
that like initiatives are assessed against each other (Paragraph 2, Page 34; Page 207; 
Bullets 1-6, Page 208; Figures 4.1, 10.1, 10.2); 
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- determining which initiatives are to be funding in accordance with the applied 
strategic value ratings (i.e. which project to invest; agreement to proceed; Number 3, 
Page 269; Last Paragraph, 271; Figure 13.4; Figure 10.6, Item 1.5). 



IS election system 






i M *■ , - ' - ^ - en 
- ' - < > - > t t j- 


! 




- t i s >u- ,<t 




,< > >M> - K 


'. 






"s" 
•' 


f \ < < > S V< * 








*v ,-,..< 








Corns 








Cnif <ri »Mx 








, » < in 












^ ! > ' f w?JiiO 


















c «=> ft 


HP's??? 








pr ; -x; ; .:c:tij>n anhonce 



























System 2 








" 


' 5 


:» * 










5" 


AD 


4 


32' 


2 't 


' ' > . j - i i 


W 


............. 






is" 


i- -50 


i . 


<■:> 






- 


i ■ 


5 




7 






-i 






: •, t 




r 


4s> 


.-. 






n- ,> 


H 


4" 






^ 








:5 










, ,v r 





I' 


-it 


: 




2i -To: 




-7 


T 


f- 


5 


... ^ 


s<s 






5 


-\ 




~¥6" 








118 




xrr 





Bgo?* . ,s ^ u ^ - , ~ scores < mre<s o«^se«>9 is^xrr^x^ sysferm 



Application/Control Number: 10/666,094 
Art Unit: 3623 



Page 6 



fist st 1& $fsl$8li0& 

tht \ < »» » t s * . 1 ru > * i *■ > 

- s .it ' - , 1-. • i 2 ' '■ 

\ S f , * t, , < V f 

< 1 1 ->> I, ' il > ',< J' 'iv 

Figure 1: Section 10.2, Page 207 

Regarding Claims 2, 12 and 17 Remenyi et al. teach a system and method for 
assessing IT further comprising applying an approval filter to each criteria of the 
categories (required return, etc.; Section 2.14-2.16, Pages 281-282; Figure 13.10). 

Regarding Claim 3 Remenyi et al. teach an IT assessment system and method 
further comprising applying the strategic value rating in response to an affirmative 
approval filter (Number 3, Page 269; Last Paragraph, 271; Figure 13.4; Figure 10.6, 
Item 1.5). 

Regarding Claims 4, 14 and 19 Remenyi et al. teach an IT assessment system 
and method further comprising calculating a strategic value assessment for each 
initiative from the strategic value ratings (Page 207; Figures 10.2, 10.2). 
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Regarding Claim 5 Remenyi et al. teach an IT assessment system and method 
further comprising establishing funding for an initiative with the highest strategic value 
assessment (Number 5, Page 207). 

Regarding Claims 6, 15 and 20 Remenyi et al. teach an IT assessment system 
and method further comprising (Page 207; Section 10.3, Page 210; Figures 10.1, 10.2): 

- comparing the strategic value assessments between two initiatives; and 

- prioritizing (ranking) the first initiative with respect to the second initiative in 
response to the comparison. 

Regarding Claims 7, 13 and 18 Remenyi et al. teach an IT assessment system 
and method further comprising applying a weight factor to each category pertaining to 
an initiative (Section 10.3, Page 210; Figures 10.1, 10.2). 

Regarding Claim 8 Remenyi et al. teach an IT assessment method and system 
wherein the categories include strategic positioning, financial impact, intellectual assets, 
or business drivers associated with the business (Bullets 1-6, Page 208; Section 4.6, 
Page 66; Figures 4.1, 10.1, 10.2). 

It is noted that the labels used to describe the various categories an IT initiatives 
merely represents non-functional descriptive material and are not functionally involved 
in the steps recited nor do they alter the recited structural elements. The recited 
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method steps would be performed the same regardless of the specific labels used to 
describe the various IT initiatives categories. Further, the structural elements remain 
the same regardless of the specific labels used to describe the various IT initiatives 
categories. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994); MPEP 2106. 

Regarding Claim 9 Remenyi et al. teach an IT assessment method and system 
further comprising technical and risk impact overlays (levels, categories, criteria, 
information, measures, etc.) affect the application of the strategic value ratings (Chapter 
8, Pages 129, 131; Bullets 1-6, Page 208; Number 1.13, Page 279; Figures 4.1, 13.6). 

Regarding Claim 10 Remenyi et al. teach an IT assessment method and system 
wherein the initiatives are categorized according to whether an initiative transforms, 
grows, provide technical advantage or involves a technology refresh (Chapter 4.6, Page 
64; Figure 4.1). 

It is noted that the labels used to describe the various categories an IT initiatives 
merely represents non-functional descriptive material and are not functionally involved 
in the steps recited nor do they alter the recited structural elements. The recited 
method steps would be performed the same regardless of the specific labels used to 
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describe the various IT initiatives categories. Further, the structural elements remain 
the same regardless of the specific labels used to describe the various IT initiatives 
categories. Thus, this descriptive material will not distinguish the claimed invention from 
the prior art in terms of patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 
401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 
1994); MPEP 2106. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

- Cimral et al., U.S. Patent No. 6,578,004, teach a system and method for 
assessing information technology needs in a business comprising scoring/rating, and 
comparing IT projects/initiatives investments. 

- Vellante et al., U.S. Patent Publication No. 2002/0069102, teach a system and 
method for assessing information technology needs in a business comprising evaluating 
IT investments within a business. 

- Bacon, The Use of Decision Criteria in Selecting Information 
Systems/Technology Investments (1992), teach the well known assessment/evaluation 
of information technology needs in a business comprising selecting and pursuing (i.e. 
funding) IT initiatives/projects from a plurality of competing initiatives (investment 
decision, IT capital budgeting, justification) based on a plurality of investment financial 
and non-financial criteria such as NPV, IRR, strategic match, and competitive 
advantage. 

- Mirani et al., Making Promises (1993), teach a method of assessing information 
technology needs in a business comprising gathering and analyzing a plurality of data 
associated with information technology initiatives and determining which initiatives are 
to be approved and funded in accordance with the decision criteria (e.g. strategic 
value). 
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- King et al., Information technology investment evaluation (1997), teach a 
method for assessing information technology needs in a business by 
analyzing/evaluating IT project/initiative alternatives in order to determine which 
initiatives to approve/fund. 

- Grover, Corporate Strategy and IT Investments (199&), teach a method for 
justifying and prioritizing IT investments (funding of IT projects/initiatives) comprising 
assessing information technology needs in a business including gathering and 
analyzing a plurality of information associated to a plurality of IT initiatives and 
categorizing/classifying, scoring, ranking and prioritizing the IT initiatives. 

- Stoiber, Maximizing IT Investments (1999), teaches an information technology 
investment methodology wherein IT projects are assessed, scored and selected/funded 
based on the analysis of a plurality of investment criteria (e.g. strategic value). 

- May, Value Made Visible (2001 ), teach an information technology 
valuation/assessment method comprising scoring an comparing a plurality of IT 
investment alternatives using a plurality of strategic value measures (EVA, EVS, Real 
Options, etc.). 

- Parker et al, Information Economics (1988), teach an old and very well known 
method for assessing information technology business needs comprising gathering and 
analyzing a plurality of information pertaining to IT initiatives, scoring (weighted and un- 
weighted), ranking and selecting IT initiatives for funding/approval. 

- Mooney et al., A Process Oriented Framework for Assessing the Business 
Value of Information Technology (1996), teach a method for assessing information 
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technology needs in a business comprising categorizing IT initiatives, 
assessing/evaluating the value and impact of IT initiatives as well as 
ranking/scoring/comparing IT initiatives. 

- Remenyi et al., Outcomes and benefits (2001), teach a system and method for 
approving/funding a selected subset of information technology initiatives from a group of 
alternative initiatives comprising scoring, ranking and comparing IT initiatives using a 
plurality of criteria (approval filters; ROI, payback, NPV, risk, etc.). 

- Taylor, James, The Project Management Workshop (2001), teaches a method 
for evaluating information technology investment alternatives (initiatives) in a business 
wherein IT alternatives are scored and ranked as part of the investment (i.e. funding 
and approval) process. 

- Grembergen, Information Technology Evaluation Methods & Management 
(2001), teach a method for assessing and selecting IT initiatives in a business for 
funding approval (i.e. IT investment decision making process) wherein IT initiatives are 
classified, scored and prioritized using a plurality of investment criteria. 

- Fisher, Information economics (1995), teach a very well known method for 
determining which information technology initiatives to approve/fund (i.e. invest in) 
wherein the initiatives are evaluated/assessed (scored, ranked, prioritized) against a 
plurality of criteria (risk, economic impact, payback, ROI, etc. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SCOTT L. JARRETT whose telephone number is 
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(571)272-7033. The examiner can normally be reached on Monday-Friday, 8:00AM - 
5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hafiz Tariq can be reached on (571) 272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Scott L Jarrett/ 

Primary Examiner, Art Unit 3623 



